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IN THE 


United States Circuit Court of Appeals 
FOR THE 
NINTH CIRCUIT 


meyESTIC ELECTRIC DEVELOP. 
MENT COMPANY, 
Plaintiff and Appellant, 


Vs. No. 3617 


WESTINGHOUSE KEE CURIC Ws 
MANUFACTURING COMPANY, 
Defendant and Appellee. 


OPENING BRIEF OF APPELLANT 


STATEMENT OF FACTS 


This is an appeal from a final decree made and 
entered on November 1, 1920, by the District Court 
of the United States for the Northern District of 
California, dismissing the plaintiff’s bill of complaint 
Mec, 33-4). The suit was brought by the appellant, 
Majestic Electric Development Company, hereinafter 
called the plaintiff, against the Westinghouse Elec- 
tric & Manufacturing Company, hereinafter called 
the defendant, for infringement of letters patent, No, 
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1,245,084, of October 30, 1917, issued to Edmund N. 
Brown, assignor to Majestic Electric Development 
Company, for an electric heater. 

The case was tried by the Honorable Frank S. 
Dietrich, Judge of the United States District Court 
for Idaho, sitting in the place and stead of Judge 
Van Fleet, by virtue of a designation signed by the 
Senior Circuit Judge authorizing Judge Dietrich to 
hold Court in the Northern District of California 
for the months of August and September, 1920 (Rec., 
16). The trial terminated on September 1, 1920, and 
thereafter Judge Dietrich returned to Idaho without 
having rendered a decision. Afterwards he wrote an 
opinion, which was sent to San Francisco and filed 
on October 4, 1920 (Rec., 33). On the same day 
the District Court for the Northern District of Cali- 
fornia, Hon. Maurice T. Dooling presiding, entered 
an order in the minutes of the Court to the effect 
that a decree be signed, filed, and entered in accord- 
ance with Judge Dietrich’s opinion (Rec., 17). After- 
wards, on November 1, 1920, the District Court for 
the Northern District of California, by Hon. Robert 
S. Bean, District Judge of Oregon presiding, made 
and entered the decree complained of, in and by 
which it was ordered that the bill of complaint 
be dismissed (Rec., 33-4). Plaintiff appeals from 
Haat decree: 

The bill of complaint is in the usual form. The 
answer puts in issue all the allegations of the bill 
and pleads invalidity of the patent in suit by reason 
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of prior patents and printed publications, the prior 
art, prior use by certain named persons, and also the 
additional statement that Altred Hk Huntington of 
Riverside, California, was the original and first in- 
ventor of the device in question, and that Edmund N. 
Brown surreptitiously and unjustly obtained the pat- 
ent while Huntington was using reasonable diligence 
in adapting and perfecting the same. 

No evidence was produced by defendant in sup- 
port of this last-named defense, and hence it may be 
dismissed from consideration. As to the other de- 
fenses, defendant introduced certain prior patents and 
publications, the same being referred to and identi- 
fied in the statement of the evidence under equity 
rule 75, which was prepared and filed in the case 
and appears between pages 36 and 156 of the record. 

The assignment of errors appears between pages 
160 and 166 of the record. They are 34 in number. 


THE QUESTION FOR DECISION INVOLVED ON THIS APPEAL 


The lower Court did not hold that the patent 
was invalid, but merely that it was not infringed. 
We take this as a holding, at least inferentially, that 
the patent is valid, and hence the sole question for 
determination by this court is that of infringement. 

This involves the Proper construction to be given 
to the plaintiff's claim. The lower court held that 
the invention was not of a “generic” character intro- 
ducing a “broad fundamental idea theretofore un- 
Known in the art,” but that it covered only “minor 
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improvements in a known mechanism,” and, as de- 
fendant’s mechanism differed in form from that of 
the plaintiff, there was no infringement (Rec., 22). 

This does not correctly state our position. Our 
position is two-fold, viz.: 


1, While the invention is not of such character 
as is generally termed primary or generic, introducing 
‘nto the art a wholly new principle not before known, 
nevertheless it is such a radical departure from pic. 
existent things and such an advance over the prior 
art as to be entitled to a broad and liberal interpreta- 
tion. In fine, it is in that class of inventions styled 
primary improvements. 

>. But even if the invention is not of the breadth 
above indicated, and is limited to details of construc- 
tion, nevertheless it is entitled to the doctrine of 
equivalents, and by virtue thereof defendant’s struc- 
ture must be held to be an infringement. 


Later we shall endeavor to show wherein the lower 
court erred in its construction of the patent. Abt thie 
present time we are merely stating our position so 
that your Honors can have it in mind as the argu- 
ment progresses. 

THE PATENT IN SUIT 


This patent is No. 1,245,084, dated October 30, 
1917, issued to Edmund N. Brown, assignor to Ma- 
jestic Electric Development Company. The inven- 
on is entitled “An Electric Heater.” On the oppo- 
site page will be found a reproduction of the draw- 
ings of the patent. 


E. N. BROWN, 
ELECTRIC HEATER. 
APPLICATION FILEO JULY 10, 8917. 


1,245,084. Patented Oct. 30, 1917. 
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The patent shows “a concavo-convex reflector,” 
‘dentified in the drawings by the numeral 1. Its 
‘nner surface is highly polished. An outer casing, 
identified by the numeral 3, 1s attached to the convex 
back of this reflector, thereby producing an inter- 
mediate air space for cooling purposes, but this last- 
named feature of the device is not in issue here, and, 
consequently, may be dismissed from further consid- 
eration.' Within the concave of the reflector 1, and 
preferably at the focus thereof, a heating unit 1s 
arranged, which consists of a resistance wire wound 
around a core or bobbin and attached to a source of 
electric energy, so that when the wire is heated to 
incandescence, its heat rays * will impinge against the 
surface of the reflector, and in turn be reflected there- 
from in substantially parallel lines, and in the form 
of a “beam.” Hence, these heaters are known to the 
trade as beam heaters (Dep. of Deft’s witness Beam, 
Rec., 89). 

A protective cage, made of wires and of arched 
form, is placed over the front of the reflector for 


"protecting purposes. 


ee Te =e 


1 This intermediate air space feature is covered by claim 3, 
not sued on. 


2 We use the term heat rays merely as a concession to popular 
parlance. Scientifically it is imaccurate, 
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A marginal annular flange, designated in the draw- 
ings as 3a, extends around the edge of the reflector 
in order to protect the outer exposed edge of the 
reflector from being heated. The device is mounted 
on an upright standard fastened in a substantial cir- 
cular base, and a handle is provided at the top for 
moving the heater from place to place. 

here are four claime in the patent, but on this 
appeal we shall rely only upon claim r. In the lower 
Court we contended that claims 2 and 4 were also in- 
fringed, but the court held against us in that respect, 
and we shall not here challenge that holding. 

Claim 3 relates to the supplement back 3 provid- 
ing an air space between it and the reflector 1. The 
defendant’s heater has not that feature and it was not 
charged to infringe upon this claim. 

This leaves for consideration on this appeal only 
claim 1. The lower court held that it was not in- 
fringed. Was that decision correct? We claim that 
it was not, and the only question for this court to 
consider is the infringement of claim 1 of this patent. 


Said claim reads as follows: 

“tr. An electric heate1, comprising a concavo- 
convex reflector, a heatiny unit supported at sub- 
stantially the focus of said reflector, an annular 
member extending outwardly from the margin of 
Said reflector, and a Protective cage having guard 
wires arched between opposite sides of said an- 
nular member.” 


This is a combination claim, and its elements sever- 
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ally stated are as follows: (1) A concavo-convex re- 
flector; (2) a heating unit supported at substantially 
the focus of the reflector; (3) an annular member 
extending outwardly from the margin of the reflec- 
tor; (4) a protective cage having guard wires arched 
between opposite sides of said annular member, that 
is to say, arched over the front of the reflector. 

It is to be observed that these elements are indt- 
vidually characterized by comprehensive language. 
The only limitation on the reflector is that it shall be 
concavo-convex. The heating unit must be supported 
at substantially the focus of said reflector, but other- 
wise it is not limited, that is to say, it may be sup- 
ported transversely of the axis, or longitudinally of 
the axis, or in any other manner, so long as it is at 
substantially the focus. 

The annular member extending outwardly from the 
margin of the reflector is unlimited as to form. It 
may be flat or round, or any other shape, so long as 
it is annular, and its only limitation is that it must 
extend outwardly from the margin of said reflector. 

The protective cage is limited only by the require- 
ments that it shall be composed of guard wires arched 
over the front of the reflector. 

These heaters are generally known to the trade as 
“beam heaters.” The defendant's expert witness, 
whose name by a curious coincidence is Beam, when 
testifying regarding heaters of both plaintiff and de- 
fendant, at the bottom of page 88 and top of page 89 
of the record, says: 
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“The object of both heaters is to Project the 
heat from the reflector out into the room in the 
shape of a beam, as nearly solid as possible, with- 
out having those heat waves Scatter around in other 
portions of the room, and for that reason they are 
generally designated by the trade as beam Meatens.”’ 


So much for the mechanical features of the device. 
We now address ourselves to its essential principle 
and mode of operation. 


FUNDAMENTAL PRINCIPLE OF THE INVENTION 


The Brown heater in suit involves a scientific 
Principle, which consists, broadly speaking, in the 
utilization of radiant energy in a certain specific 
manner. When the electric coj| (the heater element) 
receives its appropriate charge of electric CUlnentwant 
is thrown into a state of molecular vibration. A por- 
tion of these vibrations are absorbed by the coil and 
manifest themselves in the form of heat, producing 
incandescence of the coil. But the remainder of these 
vibrations set up similar vibrations in the surround- 
ing medium (the ether) in the shape of spherical 
Waves of radiant energy, and these waves of radiant 
Cnergy impinge upon the surface of the reflector at 
a very high rate of speed (approximately 186,000 
miles per second *). When this radiant energy strikes 
the surface of the reflector, a small Portion thereof 
is absorbed by the reflector itself resulting in a heat- 


® This is the velocity of light; but light and heat are both 
Manifestations of the same character of energy differing only in 
fequency of molecular vibration. In respect of rate of travel 
they are similar, 
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ing of the reflector, while the remainder is reflected 
from the surface at the same angle at which it strikes 
the reflector. In technical language the angle of in- 
cidence is equal to the angle of reflection as in the 
case of light. Now, if the reflector were of flat area, 
these rays of radiant energy would be reflected indis- 
criminately throughout the surrounding space in all 
directions. In fine, they would scatter in divergent 
lines. If, however, the surface of the reflector, in- 
stead of being flat, is concave, a different result will 
follow; and if that surface is a true parabola, then 
the radiant energy waves would be reflected there- 
from in straight lines, producing a cylindrical shaft 
or beam. This is due to the mathematical law ap- 
plicable to a parabola. That law says that in a para- 
bola the distance from the focus to any point on the 
curve is exactly equal to the distance from that point 
to a fixed line in the rear of the parabola called a 
directrix. This does not convey a very clear idea to 
the popular mind, but in substance it simply means, 
when applied to the matter in hand, that radiant energy 
waves emanating from the focus of a parabola will 
be reflected in parallel lines, and as the circumfer- 
ence of the mouth of the parabola is circular, the 
result must necessarily be a cylindrical shaft or beam 
of radiant energy circular in cross-section and having 
a diameter approximately the same as the diameter 
of the mouth of the parabola. 

The parabolic reflector is therefore the most per- 
fect form for the projection of radiant energy. it 
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however, instead of having a perfect parabolic re- 
flector, we have one approximating thereto, such as 
the segment of a Cliche sor Popularly speaking, a 
hemispherical reflector, then practically the same re- 
sult will follow as in the case of a parabolic reflector. 
The difference will be manifested only in a slightly 
less perfect form of the shaft or beam. This differ- 
ence, however, is so slight as not to be appreciable 
from a utilitarian point of view. Hence, we may 
say in a popular sense that the results in the two cases 
are the same, at least this is true in the sense of the 
Patent law, which looks upon substantiality rather 
than upon minute variance, 

Now, when this shaft or beam of radiant energy 
emanating from the reflector impinges upon any ob- 
Ject which may be in its path, it produces in that 
object a Corresponding state of molecular activity and 
the sensation of heat follows. At the same time the 
surrounding space outside of the shaft or beam is not 
affected. The action of the shaft or beam is local- 
ized upon the object within its path, because that is 
the only object which it strikes, Consequently, all 
Portions of the surrounding space outside of the line 
of travel of the shaft or beam is unheated, and only 
the object within its Path is heated. This can be 
demonstrated by standing within the line of travel 
of the shaft or beam, thereby experiencing the sensa- 
tion of heat, and then by moving outside of its line 
of travel you will experience no sensation of heat. 
In other words, the radiant energy emanating from 
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a Brown heater is not utilized for heating an entire 
room, as in the case of a stove or a steam radiator, 
but is utilized only for heating a specific object within 
the line of travel of the shaft or beam. This is the 
fundamental principle of the Brown heater from the 
scientific point of view. 

On the adjoining page is a cut illustrating the prin- 
ciple of a Brown heater. It shows the heat rays 
travelling in parallel lines and producing a “beam.” 

We do not claim that Brown was the first to utilize 
radiant energy reflected from a reflecting surface for 
heating objects. That generic principle was known 
prior to the Brown patent, as we shall hereafter point 
out. What we do claim is that Brown was the first 
in the art to devise a practical form of electric heater 
which by reflection produces a perfect shaft or beam 
of radiant energy for heating any object coming 
within its line of travel. Efforts in that line had 
been made by others, but the devices produced by 
them did not solve the problem of producing a sub- 
stantially perfect shaft or beam of reflected radiant 
energy. The problem to be solved was the produc- 
tion of a substantially perfect shaft or beam of radiant 
energy to be directed against a particular object for 
heating that object. Prior inventors essayed to solve 
that problem and produced devices of many different 
kinds, but none of them solved the problem or pro- 
duced what was desired. Brown did solve the prob- 
lem, and to that extent his patent 1s entitled to a 
liberal construction. 


BROWN HEATER 
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The lower court held against us on this point by 
reason of the prior art, and that ruling is assigned 
as error. This necessitates a review of the prior art. 


THE PRIOR ART 


The prior art in this case is represented by cer- 
tain patents, (one English and five United States pat- 
ents), certain printed publications consisting of elec- 
trical journals, and certain devices manufactured by 
the plaintiff at San Francisco prior to the date of the 
patent in suit. We herewith catalogue these devices 
in their chronological order, viz: 


1, U.S. patent of Porter 684,459, of October 15, 
1901 
(Defendant's Exhibit N). 
2. U. 8S. Patent to Morse, 881017 of March 3, 
1908 
(Defendant’s Exhibit F). 
2. Us Smatciite Shoenberg, 1,109,551 of Sept. 
1, 1914 
(Defendant's Exhibit I). 
4. English patent to Simplex Conduits, Ltd., 
19,971 of September 4, 1914 
(Not marked with any exhibit mark). 
s, U. S. Patent to Warner, 1120003 of Decem- 
ber 8, 1914 
(Defendant’s Exhibit H). 
6. Early Majestic heaters of 1915 
(Defendant’s Exhibits A, B, C and D and 
Plaintiff Exhibit 6). 
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7. U.S. Patent to Geiger, 1194168 of August 8, 
1916 
(Defendant’s Exhibit G). 


PRIOR PUBLICATIONS 


The Electrical Times and Electrician, published 
at London at various times from January 1912 to 
August 1916, showing devices known as “The Fer- 
ranti Fires,” “Calor Electric Fire,” “Redglow Fire,” 
“Plexsim Fire,” and the “D, G. Bowl Electric Fire.” 

Of these it may be remarked that the “D. G. Bowl 
Electric Fire,” represented by Defendant’s Exhibit 
10, was not published until August 31, 1916, and as 
the date of the Brown invention was at least as early 
as April 5, 1916, this publication must be ignored as 
being too late. 

In regard to the publication of “Plexsim re,” 
represented by Defendant’s Exhibits 8 and ©. duis ie 
the same device shown in the prior English patent 
to Simplex Conduits, Ltd., defendant’s exhibit above 
referred to as unmarked, and as the details are more 
clearly shown in the patent itself, we shall confine 
our remarks thereto. 

In regard to the other named devices, “Ferranti,” 
“Calor” and ‘“Redglow,” represented by Defendant’s 
Exhibits 1, 2, 4, 5, 6 and 7, they are all of substanti- 
ally the same character, and we shall refer to them 
hereafter under the general term “Ferranti Fires,” 
as did the lower court. 

It may also be remarked that defendant put in 
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evidence a publication entitled “Prometheus,” De- 
fendant’s Exhibits 13 and 14, but that publication 1S 
in German, and as no translation of it was put in 
evidence in this case, we apprehend that the court 
will not concern itself regarding its contents. And 
furthermore, the picture in said exhibit 14 appears 
to be a picture of a telephone with some kind of a 
sound collecting device of a bowl shape and it does 
not appear to be an electric heater at all. Under 
these circumstances we shall pay no further attention 
to it. 

Defendant also put in evidence two publications, 
exhibits 3 and 15, showing the well-known Benjamin 
Electric light bulbs enclosed within a reflector; but 
they are not applicable to any issue herein and we 
shall pay no further attention to them, pursuing the 
same course as did the lower court. 

In this connection we also desire to state that the 
learned Judge of the lower court discussed and 
treated as a part of the prior art an English patent 
to Kempton, No. 12320 (Rec., 26), and an English 
patent to Taylor, No. 102070, said to be dated No- 
vember 16, 1916 (Rec., 27). In this behalf we de- 
sire to point out that neither of these English patents 
was put in evidence in this case and neither of them 
appears in the record here. There was no warrant 
on the part of the lower court in referring to those 
patents or taking them into account when construing 
plaintiff’s patent. We have catalogued above all of 
the prior art as produced in evidence in this case and 
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forming a part of this record on appeal. It is upon 
such record and such record alone that this court 
must decide the case. 

We now address ourselves to the prior devices 
sertatim. 


PORTER PATENT, NO. 684,459, OF OCTOBER 15, 1901 
(Defendant’s Exhibit N.) 


While this patent is entitled an “Electric Heater,” 
the specification states that it belongs to that class of 
electric heaters known as “electric fan heaters.” The 
device is an electric fan, and is provided with a series 
of angularly disposed blades which are caused to re- 
volve at high velocity as in the case of an ordinary 
electric fan. These fan blades are made of carbon 
and connected with a source of electricity whereby 
they become highly heated, so that we merely have 
an electric fan provided with hot blades. These 
blades act to heat the surrounding air, and as they 
revolve with great velocity, they throw out into the 
room large volumes of hot ait; that is to say, instead 
of throwing out cold air for cooling a room as in 
the case of an ordinary fan, they throw out hot air 
for the purpose of heating a room, and this hot air 
is not thrown out in the shape of a beam, but indis- 
criminately in all directions. The specification says 
(p. 1, lines 13 et seq.) : 

“The object of my invention is to electrically heat 
the blades of a fan without adding thereto or mount- 
ing thereon any resistance material, the blade being it- 
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self heated directly by a current passing through ait: 

This does not involve the principle of heating by 
radiant energy, and is wholly different in principle, 
construction, and mode of operation from the Brown 
heater. 

And still further, it does not contain all the ele- 
ments of the Brown combination. It has no concavo- 
convex reflector or a reflector of any kind. It has no 
heating unit supported at substantially the focus of 
the reflector. Why it was put in evidence passes our 
comprehension. It has no relevancy whatever, at 
least no more relevancy than an ordinary electric fan. 


MORSE PATENT, 881017, MARCH 3, 1908 
(Defendant's Exhibit F.) 


This device is a small hand implement used by 
physicians for therapeutical purposes. It consists of 
an ordinary electric light bulb extending transversely 
into what the specification calls “a shell or hemi- 
sphere,” provided on the edge with a soft pad where 
it comes in contact with the human body. The speci- 
fication does not state of what material this shell or 
hemisphere is made. Immediately in front of the 
light bulb and across the shell is arranged ‘‘a screen § 
of coarse wire mesh or similar construction.” This 
is for the purpose of protecting the glass bulb from 
injury. In operation the physician grasps the im- 
plement by the stem or handle of the electric light 
bulb and places the open mouth of the shell against 
the affected part of the human body to be treated, 
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whereby the heat from the electric light will be con- 
centrated against the affected spot. In other words 
it seems to be a kind of cupping implement for heat- 
ing a particular spot on the human body, and this it 
does by confining the heat within the cup. I¢ is 
merely a hot air container. It heats the air enclosed 
within the cup and retains the hot air within the cup 
until it performs the function of heating the body by 
conduction. It does not involve the principle of 
reflecting radiant energy either in the shape of a beam 
or otherwise. It has no concavo-convex reflector nor 
a reflector of any kind. It does not heat by reflec- 
tion. It does have a concavo-convex Shell, but this 
is not shown to be a reflector. The word reflector 
is not used in the specification. It would answer its 
Purpose just as well if made of non-reflecting mate- 
rial. A tea-cup or tumbler or mush-bowl would an- 
swer the purpose. But however that may be, the 
specification does not show or mention a reflector of 
any kind. Neither does it have a heating unit sup- 
ported at substantially the focus of the reflector, unless 
it may be said that an ordinary electric light bulb is 
a heating unit. Neither does it have a Cage consist- 
ing of arched guard wires. In that connection it has 
only a flat wire mesh screen, and its sole function is 
to protect the delicate glass bulb from injury, which 
is a wholly different object from that accomplished 
by the arched guard wires of the Brown patent. 
And still further, the object of this device is wholly 
different from that of Brown. It is a physician’s 
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implement to be carried around by him in his pocket 
or medicine case until he arrives at the residence of 
the patient, and then he connects it to an electric cord 
and places the device over the affected part of the 
patient’s body for imparting heat; whereas the Brown 
device is a portable heater stationed in a room and 
adapted to be moved about from place to place for 
the purpose of heating objects that come within the 
path of the radiant energy beam. 

We submit that this Morse device does not exhibit 
the principle of reflecting radiant energy in the shape 
of a beam against an object for the purpose of heat- 
ing the same. The utmost that can be said of it is 
that it may be-considered a prophecy of what after- 
wards followed; but prophecies are not anticipations. 


SHOENBERG PATENT, 1,109,551 OF SEPT. I, 1914 
(Defendant’s Exhibit 1.) 


This patent shows a reflector, which is said to be 
“somewhat hemispherical or dome-shaped” (Spec., 
p. 1, L. 50). The use of this word “somewhat” is 
suggestive, and upon reference to the drawings, as 
well as to the actual device itself (Defendant’s Ex- 
hibits A, B, C, and D), it will be seen that the in- 
terior of the reflector is of irregular contour. It is 
not hemispherical, but “somewhat” ‘hemispherical. 
In one of them (represented by Plaintiff's Exhibit 6) 
it is like a pie plate. In others it is dish-shape. In 
still others bell-shaped. In all of them the interior 
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contour is irregular. The result which flows from 
this construction is apparent at a glance. The heat 
rays from the electric coil impinging against this 
irregular contour will be criss-crossed and reflected 
in all directions, so that when they emerge from the 
mouth of the reflector they will scatter in all direc- 
tions and will not assume the form of a shaft or beam. 
Colloquially speaking, they will Play tag with each 
other within the bowl of the reflector. This results 
from the fact that the reflector is not purely concave 
on its interior, but is of irregular contour. In dis- 
cussing this matter the witness Henry says, at page 99, 
that the form of such reflector 


“is such that the tays from different portions of 
the heater unit itself, as reflected from different 
portions of the reflectors themselves, will be very 
divergent in the aggregate, and in the case of any 
individual point or ray, it will be in Criss-cross, 
and will, in turn, criss-cross other rays in a way 
to produce a very highly inefficient radiant emana- 
tion. This radiant emanation Cannot be called a 
beam in the sense of that which is producible and 
is produced by the reflector of the Brown patent, 
with the heating element arranged at focus or 
about an axis about which several foci will lie.” 


This is clearly illustrated by the cut on adjoining 
page. 


We say that the reflectors of the Shoenberg patent 
do not and cannot from the nature of their construc- 
tion and mode of operation produce the radiant beam 


SHOENBERG HEATER 
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which characterizes the Brown invention; but on the 
contrary they produce an irregular mass of scattered 
divergent beams throughout all parts of the room 
in front of the heater. Shoenberg may have con- 
ceived the desirability of the beam, but the device 
which he suggested as means for obtaining that beam 
was inefficient and ineffective for that purpose. 

The history of the Shoenberg patent fully corrob- 
Ofates us. The plaintiff is the owner of the patent, 
and undertook to market the device covered thereby. 
Exemplars thereof are jn evidence as Defendant’s 
Exhibits A, B, C and D and Plaintiff’s Exhibit 6, 
and were put on the market in the latter part of 
1914 and exploited during 191s. But they proved 
unsuccessful and were abandoned, being entirely su- 
perseded by the invention of the patent in suit. This 
Places the device of the Shoenberg patent in the 
Category of unsuccessful, impractical, and abandoned 
experiments. It may even be conceded, for the sake 
of argument, that Shoenberg had a conception of the 
desirability of using the radiant beam Principle, 
though that js doubtful, but conceptions are not in- 
ventions, nor do they become inventions until they 
are embodied in a practical form. Therefore, even 
if Shoenberg had the conception, he failed to embody 
it in a practical form, and the evidence in this case 
is plenary on that point. 

When we come to discuss the early Majestic devices 
made under the Shoenberg patent we shall illustrate 
the above views further. 
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SIMPLEX ENGLISH PATENT 19971 OF SEPTEMBER 4, 1914 
(Not identified by an exhibit mark.) 


It appears from the face of this patent that it was 
“accepted” on September 4, 1914, and under the Eng- 
lish law this means its date of issuance. Of course 
‘ts date of application 1s immaterial, inasmuch as 
English patents can operate as anticipations or as a 
part of the prior art only from the date of their 
issuance. 

The patent was issued to a corporation entitled 
“Simplex Conduits Limited,” but is referred to in the 
evidence merely as the Simplex patent. The device 
‘tself is referred to in some of the publications as the 
“Plexsim Fire.” The reflector is shown most clearly 
in Figs. 1, 2 and 3 of the Patent. It is also clearly 
shown in Defendant’s Exhibit 9, which is a photo- | 
graphic copy of page 12 of a London publication 
entitled “Supplement to the Electrician,” dated Octo- 
ber 6, 1914. It is also shown in a model of the de- 
vice itself produced by plaintiff and marked “Plain- 
tiffs Exhibit 7” (Rec., iO) 

It will be seen that this reflector is of conical shape 
on the exterior and is longitudinally corrugated or 
duted on its interior. The specification says (p. 1, 
lines 36 et seq.) : 


“A ig a conical reflector, which may be made 
wholly of copper or of steel or cast metal lined 
with copper. The inner surface is highly polished 
and is usually corrugated as shown at a, Fig. 33 


FIGS. 


SIMPLEX ENGLISH HEATER 
(Defendant's Exihibit 9) 
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the meeting edges a’ of the corrugations being 
lines radiating from the apex of the cone.” 


The first cut on the adjoining page is a view in 
cross-section of Fig. 3 of the patent. It shows the 
corrugations on the interior. The lower figure is a 
reproduction of Defendant’s Exhibit 9, where the de- 
vice is styled “Plexsim Fire.” 

The heater element of this device is arranged longi- 
tudinally and extends from the apex of the cone 
centrally through the cone to its mouth. Very nearly 
the whole specification is taken up with a descrip- 
tion of this element, as will be readily understood 
from the fact that the invention was considered to 
reside therein, it being said in the specification, 


eine invention also relates to the mode in which 


the heating element is attached to the reflector 
and connected to the terminals.” 


The mouth of the reflector is said to be fitted with 
_ “a grating of coarse wire mesh or the like,” and this 
is clearly shown in the plaintiff's model exhibit No. Th 
Now note the mode of operation of this device 
When the heat rays from the coil strike against the 
interior of the reflector they strike into the grooves 
or channels formed by the corrugations on the in- 
terior. There appears to be twenty of these corruga- 
tions. These rays strike into these grooves or troughs 
at different angles, and as the angle of incidence is 
equal to the angle of reflection, they will be reflected 
in the form of divergent rays, thereby producing 
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within the cone an indiscriminate mass of divergent 
rays, and most of them will cross one another, which 
we term “criss-crossing.” The rays will emerge from 
the cone in divergent lines, so that we will have 
coming from the mouth of the cone a mass of rays 
scattering in all directions, and not a solid shaft or 
beam in parallel lines. Indeed, some of the rays com- 
ing from the Simplex coil will not strike the reflector 
at all, but will pass outside of its edge. This, there- 
fore is an instance where, if it be conceded that the 
patentee had a conception of the desirability of utiliz- 
ing the radiant beam principle, yet he was not able 
to put it into such practical form as would carry out 
the conception successfully. 

Referring to this device the expert witness Henry 
says at page 105: 


“A reflector of a form corresponding with the 
casing or outer sheet of the reflector of this patent 
would not throw a beam in any sense of the word. 
Most of the heat rays will be reflected back and 
forth within the heater device itself, resulting in 
heating up the reflector, rather than in securing 
reflection. The few rays that will be thrown out- 
wardly will be criss-crossed in all directions, doing 
just the contrary of a beam. The shape of the re- 
flector, the flutes that are in it, its long heat ele- 
ment, and its conical lines would produce that 
criss-cross.” 


And on cross-examination, at page 110 of the 
record, where he was questioned regarding this Sim- 
plex heater as shown and illustrated in Defendant's 
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Exhibit 8, and a quotation therefrom was read, the 
following testimony was given: 

ee ate” * In view of that, are you still of 
the opinion that the patent in suit is the first dis- 
closure of the beam type of heater? 

Mecetiaiihy am. lhc reflector that you 
have referred me to, and particularly the diagram 
showing the arrows indicating supposititious dj- 
vergent rays, I will say that in all probability those 
specific rays will be thrown out from that form of 
reflector, and that form of heater, but that is about 
all of the rays that will be thrown out, a very, 
very small percentage of the total heat. The rays 
that come from every other point on that long 
heat-generating unit will be thrown at all kinds 
of angles, every possible angle. So that the actual 
rays which will emanate from there in an axial di- 
rection are but such a smal] Percentage of the total 
that I am convinced more than ever that that form 
of reflector would be inefficient for the production 
of a beam. There is no question but that the man 
wanted to produce a beam, but he did not do it 
in this form of reflector, or in that form of heater. 
He would have to gct up pretty close to that to feel 
the radiant energy. * * * Jj will probably gener- 
ate as much heat— * * * but that heat will not 
be directed in the form of a beam with a sufficient 
efficiency to warrant calling that form of heater a 
beam heater. It will get hot itself, it will heat 
air around it locally a little bit, and heat will be 


is highly misleading: it is purely an advertising 
stunt; it is a salesman’s idea of how to present a 
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thing to the public and get them to buy, and I 
have no doubt hegpat It owor But it is as mis- 
leading as a diagram could be as regards the rays 
that emanate from the inside of that form of 
heatepam achene a. 

It shows a total misconception of the construc- 
tion of a reflector and a heat unit to produce a 
radiant beam.” ° 


We say of this English heater that if the inventor 
had a conception of the desirability of utilizing a 
radiant energy beam for heating purposes, he failed 
to embody that conception in a practical form pro- 
ducing the radiant beam of the Brown heater. It 
seems to be no more than a mental conception without 
embodiment in practical form. 


But did the inventor have a conception of the 
radiant beam priciple? If he did, it was certainly a 
very vague one and not sufficient to instruct others 
regarding its principle or the mode of embodying 
it in practical form. In this behalf defendant places 
reliance upon the “provisional specification” of the 
patent. 


Under the English law a person may file a pro- 
visional specification, which is in substance and effect 
nothing more than a vague, indefinite and general 
description of an invention which has not yet been 
completed, but which will be completed later, and 
when so completed will be described in what is known 


5 This testimony refers to the diagram of the Simplex heater 
shown in Defendant’s Exhibitee (pe 591 of Electrical Times). 
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as the complete specification. The English patent 
is not granted on a provisional specification, but only 
on a complete specification, and if no complete speci- 
fication is ever filed, the provisional specification 
becomes functus officio and is analogous to what is 
known in the American law as an abandoned appli- 
cation, being ineffective for the purpose of anticipat- 
ing a subsequently granted patent to another. There- 
fore, any statements made in a Provisional specifica- 
tion are intended as mere general statements without 
specific description of detail. 

Now in this English provisional specification we 
first find this statement: 


“This invention has reference to electric radi- 
ators and the object is to provide an apparatus of 
convenient form in which the radiant heat issues 
in the form of a condensed beam of rays, diver- 
gent, approximately parallel, or convergent, as the 
case may be, and adapted to be pointed in any 
desired direction, horizontally or vertically.” 


It is difficult to understand precisely what is meant 
by this vague language. It would seem therefrom 
that sometimes the rays were to be divergent, at other 
times approximately parallel, and at other times con- 
vergent. The only rational explanation we can sug- 
gest is that in the operation of the device some of 
the rays will be divergent, others approximately 
Parallel, and still others convergent. But this is not 
a description of the beam type principle. According 
to the beam type principle all the rays must be 
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parallel and be consolidated into a cylindrical form. 
In referring to the reflector, the provisional specifi- 
cation says: 


“The reflector is preferably in the form of a 
cone; this being a shape which can be cheaply 
rolled into form out of sheet metal; it is usually 
made of or lined with sheet copper, the inner 
surface being highly polished. * * : 

The form and proportions of the reflector de- 
pend upon circumstances , it should be deep 
enough to fully house the heating element, and to 
further protect the latter, the open end of the 
reflector should be fitted with a detachable rim 
carrying a grating of coarse wire mesh or the 
like, 

The reflector may with advantage be corrugated 
or fluted, as this stiffens and improves its internal 
appearance when the heating element is incan- 
desced: 


It will be seen from the foregoing that there is no 
sufficient disclosure in this provisional specification of 
a smooth-faced reflector showing the beam type prin- 
ciple, as now understood in the art, nor is there any 
sufficient disclosure of how to build a structure dis- 
closed in said specification. It is simply a vague 
general indefinite pronunciamento to the effect that 
the inventor was desirous of doing something with- 
out pointing out the method. There is nothing in 
our opinion in the provisional specification worthy 
of serious consideration. 

But it is asserted by defendant, that the complete 
specification is a sufficient disclosure of a smooth- 
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faced parabolic reflector. We challenge this asser- 
tion. In the complete specification, which seems to 
have been filed some six months after the filing of 
the provisional specification, it is said: 


“This invention relates to electric radiators of 
that type in which an electrically heated con- 
ductor is held in position in a movable reflector. 
* * * The invention also relates to the mode in 
which the heating element is attached to the re- 
flector and connected to the terminals.” 


The specification then proceeds to describe the 
conical reflector by referring to the drawings, and in 
that respect is exact. After describing the cone with 
its flutes and corrugations, the specification then 
makes this statement: 


“or the reflector may be, in longitudinal section, 
in whole or in part of parabolic or the like con- 
tour, according to the form desired for the emer- 
gent beam of rays.” 


This seems to be the only place in the specification 
where any divergence from the cone is suggested. 
It amounts in substance to a statement that the reflec- 
tor may be of parabolic contour either in whole or 
in part. In other words, it says to the inquirer for 
knowledge, if you don’t care to make the reflector 
of conical form, as I have described, you can make 
it wholly parabolic or Partially parabolic. But the 
patentee gives no directions as to how a parabolic 
form should be made and arranged. He shows no 
Parabolic form in the drawings, nor does he describe 


32 


any such in his specification. There are many dif- 
ferent forms of parabola, but not all of them are 
suitable for an electric heater. The form used by 
Brown is a shallow one, and that is the proper form 
for use. A long deep parabola would not be suit- 
able or appropriate for the purpose in view. ‘The 
English patentee does not tell us whether he would 
use a flat parabola or a long one. He merely says 
in substance to the inquirer, you may use any kind 
of parabola you please, but if you do use a parabola, 
you will have to design it yourself: I care nothing 
about such a device, and, therefore, I do not describe 
one. Such a disclosure as this is wholly and utterly 
insufficient for anticipatory or limiting purposes. 

But further, if a parabola is used, are we to dis- 
pense with the interior corrugations and make it 
smooth-faced? The logical answer to this would 
appear to be in the negative. The patentee describes 
a cone with a corrugated interior, and then says that 
instead of such cone one may use a parabola. But 
he gives no directions to dispense with the corruga- 
tions. Hence, the inference is that the parabola must 
have corrugations on its interior. Such a parabola 
would be liable to the same objections as the fluted 
cone. It would not produce the radiant beam of the 
Brown patent. 

We assert that this English patent is not a suffi- 
cient disclosure to anticipate Brown. The rule on 
this subject is thus stated in Walker on Patents $ 57, 
p. 7ams tin Eads): 
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“Novelty is not negatived by any prior patent 
or publication, unless the information contained 
therein, is full enough and precise enough to en- 
able any person skilled in the art to which it 
relates, to perform the Process or make the thing 
covered by the patent sought to be anticipated.” 


Is the disclosure of the English patent sufficient to 
answer this rule? Is it full enough and precise 
enough to enable a person to make the Brown heater? 
Can a person read out of that description the inven- 
tion of the Brown patent? We think not. Clearly, 
the corrugated cone is no anticipation, and equally so, 
we think, is a corrugated parabola. The English 
patent discloses no smooth-faced cone, and surely not 
a shallow cone of any kind nor a smooth-faced para- 
bola. 


In conclusion, it is pertinent to inquire why this 
English device has never gone into use. The sample 
which we produced in evidence as plaintiff Exhibit 
7 1s probably the only one in the United States. The 
Person who gave it to us Says he got it from Eng- 
land. Brown testified at page 123 that none of those 
heaters had been on the market jn the United States 
that he ever knew of, and that he had a good oppor- 
tunity for knowing. Defendant produced no evidence 
of use either in the United States or elsewhere. It 
is safe to say that if there had been any such use, the 
evidence thereof would have been forthcoming. We 
may assume, therefore, in this state of the record, 
that this device has certainly never gone into use in 
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the United States and possibly nowhere else. This 
is the strongest evidence of inefficiency that could be 
produced, and convinces us more than ever that this 
English patent is nothing more than a mere paper 
patent which is wholly ineffective for the purpose of 
anticipating a valuable invention which has gone into 
universal use and displaced all antecedent devices 
intended for a similar purpose. 


WARNER PATENT, 1,120,003, DEC. 8, 1914 
(Defendant’s Exhibit H.) 


An exemplar of this patent was put in evidence as 
“Plaintiffs Exhibit 8” (Rec., 131). It does not em- 
body the radiant beam principle. It shows a large 
hemispherical bowl of concavo-convex form, which 
is called in the patent a reflector, but no description 
of its reflecting qualities is to be found in the patent. 
The material of which it is made is not stated. It 
shows a heating element of large circular form and 
a central hole through which an ordinary electric 
light bulb is inserted. This circular heater element 
is not located “at or near the focus,” but away from 
the focus near the mouth of the bowl. Back of this 
element and between it and the reflector is a shield 
in the shape of a band of metal, which prevents the 
radiant energy of the coil from impinging against 
the reflector. The front of the element is covered 
up with a large circular grid work of metal. Thus 
we have in the structure a heater element protected 
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at the back and front so as to prevent the heat rays 
of the element impinging against the reflector. The 
fundamental idea of the device is that a large volume 
of air will be heated by convection, and then this 
large volume of hot air will emerge from the mouth 
of the bowl and be discharged into the room for the 
Purpose of heating the air in the room. The specifi- 
cation says, beginning at line 59 of page 1, that the 
device is so constructed that it “is capable of readily 
heating large volumes of air making it: particularly 
useful for the heating of rooms.” On this subject the 
witness Henry says at Page 105 of the record: 


“The object of this and other heaters in the art 
scems to have been the production of Warm air, 
with the idea that the transference of warm air 
by convection will do the desired heating. The 
Brown heater is not intended to produce warm 
air, it being distinctly a radiant heater as distin- 
guished from the type of heater indicated in the 
Warner patent.” 


And on page 106 the witness Henry continuing his 
description says: 


“The manner in which the annulus carrying the 
resistance is formed and _ its location, materially 
away from any focal range, clearly indicates the 
intent of the patentee was not the employment of 
a reflecting surface to produce a beam, nor did 
he produce a reflecting surface, a heat unit which 
would produce a beam, but, rather, a container 
Or circulating structure about which air would 
circulate and be heated.” 
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All this is clearly apparent from the disclosure of 
the Warner patent. The device is simply a collector 
of hot air which will be discharged in large volumes 
into the room as an indiscriminate mass in all direc- 
tions for the purpose of heating all the air in the 
room by convection. It is not a reflector in the true 
sense of the term. It does not disclose or show the 
principle of a radiant beam heater. It is merely a 
hot air stove. It is imferable from the record that 
this device was a failure and therefore abandoned. 
The patent is owned by the firm of Landers, Frary 
& Clark of New Britain, Conn., which is one of the 
large manufacturers of electric contrivances, and it 
can scarcely be supposed that said firm would not 
have pushed this device if it had been a successful 
one. Certainly it does not appear to be on the market 
at the present time. The testimony of Brown in 
reference to it is found at the bottom of page 123 
and top of page 124 of the record, and is as follows: 


“Referring to the other heater which has been 
offered in evidence here, the Warner patent ( De- 
fendant’s Exhibit H) I talked to some dealers 
and they tell me that that has been taken off the 
market by Landers, Frary & Clark, the manufac- 
turers. 1 have endeavored to find another one 
in the city here but have been unable to do so.” 


This Warner device, therefore, is another of the 
numerous efforts made to produce a successful por- 
table heater, but which like the others utterly failed 
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and was consequently consigned to the limbo of aban- 
doned experiments. 


EARLY MAJESTIC DEVICES 4 
(Defendant’s Exhibits A, B, C and D, and Plaintiff's 
Exhibit 6.) 


These devices are those illustrated in the Shoen- 
berg patent (Defendant’s Exhibit I) already consid- 
ered. The history of the attempted exploitation of 
these devices has already been given in our brief on 
the Design patent in case No. 3616. To preserve the 
continuity of our argument we herewith repeat that 
history. 

In 1914 the Majestic Electric Development Com- 
pany was incorporated for the purpose of exploiting 
a portable electric heater, Edmund N. Brown and 
Milton H. Shoenberg were the two active Parties in 
that corporation, and the company essayed to put on 
the market portable electric heaters made under the 
Shoenberg patent. The business was an experimental 
one at the start, Mr. Brown saying that it was “in 
a period of evolution,” and they were experimenting 
all the time to see what was the best (Rec. 124). 
The first heater they put on the market in 1914 was 
of the pendant type, designated by the plaintiff's 
Grade name “No. 1.” The reflector was of small 
dimensions, made of nickel, and the shape was like 
a pie-plate. It was adapted to be hung from a light- 
ing fixture in the ceiling or other point of suspension, 
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not to be moved about on the floor (Rec. 120). One 
of the devices was introduced in evidence and marked 
“Plaintiff’s Exhibit 6” (Id.) This device was purely 
experimental. It proved unsuccessful and was soon 
abandoned (Rec. 122 and 124). 


Shortly afterwards the shape of the reflector of 
this first device was changed from a pie-plate to that 
of a shallow dish resembling a soup plate. It like- 
wise was made of nickel and intended to be hung 
from a point of suspension as in the case of the first 
device, One of the devices was put in evidence by 
defendant and marked “Defendant’s Exhibit A” 
(Rec. 120). This likewise proved to be a failure and 
was abandoned (Rec. 122 and 124). 


The next heater put on the market by plaintiff was 
one known by their trade name ‘No. 2.’ It cong 
sisted of a small nickel reflector of a flat dish shape 
mounted on a fluted column fastened in a base plate 
and adapted to be moved about from place to place 
in a room. It is represented by defendant’s Exhibit 
B and was abandoned (Rec. 120-122 and 124) \e 


About the same time another device was put on the 
market by plaintiff in which the reflector was similar 
to that of “No. 2,” but was so arranged that it could 
be adjusted up and down on a vertical rod, and at the 
top of this rod was a glass knob adapted to be used 
as a handle for moving the device from place to place 
‘na room. This device is represented by plaintiff's 
trade name “No. 3,” and one of the devices is in 
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evidence as “Defendant’s Exhibit D.” It likewise 
was abandoned (Rec. 120-125 and 124). 

Thus we see that so far plaintiff made three distinct 
efforts to produce a successful device, designated as 
Bont, No, 2 and No. 3, and they all proved jin- 
effective and were abandoned. 

The next effort of Plaintiff is represented by a series 
of devices known by the plaintiff’s trade names “tb,” 
“2b,” and “3b.” ANE yard alsa bell-shaped 
nickel reflector, differing radically from the reflectors 
of No. 1, No. 2 and No. 3 and roughly resembling a 
bell (Rec. 121). In cross-section it resembled an old 
fashioned lady’s bonnet. They were gotten up with 
the idea of being improvements iN appearance upon 
the dish-shaped reflector devices which had preceded 
it and had been abandoned. 

The device “1h” was of the pendant type, adapted 
to be suspended from a fixed point. The device “2b” 
corresponded to the original No. 2, except for the 
change in the shape of the reflector, while 2D was 
the same as “2b” except for the addition of a second 
clement. In other words, “tb” was to take the place 
PIPING. 1, “2h” was to take the place of No. 2, and 
“3b” the place of No. 3. These heaters were put on 
the market in the fall of 191s, but they proved to be 
unsuccessful and were soon abandoned (Reece tone 
124), 

During that time the Plaintiff had also gotten up 
another heater resembling in appearance an oil stove, 
but that also was abandoned. It cuts no figure in this 
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case, except to show another of the numerous unsuc- 
cessful experiments of plaintiff put forth in search for 
a successful heater. 

The next heaters put on the market by plaintiff were 
known by their trade names “No.4” “Now 5 sau 
“No, 6”; but they were of the box type form, and 
cut no figure in this case either one way or another. 
They show the general appearance of a fire place or 
grate, somewhat similar to the old style gas heaters 
with asbestos backing (Rec. 121). 

All of these early devices were abandoned as un- 
successful experiments (Rec. 124). They did “i1et 
embody the principle of the radiant beam heater. 
They did not produce a cylindrical shaft or beam of 
parallel rays. On the contrary, they produced an 
indiscriminate mass of divergent, convergent, and 
criss-crossed rays which attempted to heat all the air 
in a room and by means of hot air to impart heat 
to the objects in the room. 

Witness Henry, at page 99 of the Record, says of 
these devices: 


“+ ® but the form of the reflector in each of 
these exhibits is such that the rays from different 
portions of the heater unit itself, as reflected from 
different portions of the reflectors themselves, will 
be very divergent in the aggregate, and in the 
case of any individual point or ray, it will be in 
criss-cross, and will in turn criss-cross other rays 
in a way to produce a very highly inefficient 
radiant emanation. This radiant emanation Can- 
not be called a beam in the sense of that which 
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is producible and js Produced by the reflector of 
the Brown patent with the heating element ar- 


Sircular, according to the disposition of the heat 
unit within the reflector, and the shape of the 
reflector surface. Such a reflector beam js gen- 
erated in and emanates from the Brown heater 
ds constructed in accordance with the patent in 
suit, and likewise from the heater of the defend- 
ant’s construction. In the reflector of Plaintiff's 
Exhibit 6, the greater portion of the reflector, or 
at least, that which received the greater portion 
of the rays, emanating from the heat unit, and 
which, to be efficient, should be reflected as a 
beam, is in reality a flat surface. The same ap- 
Plies to the other exhibits, with the exception of 
Defendant’s Exhibit 2 inewhich there is like- 
Wise a flat surface, but not of quite so great pro- 
Portions. This flat surface will reflect radiant 
rays in Practically every direction.” 


This is illustrated graphically by the diagram on 
adjoining Page, which is a cross-section of the early 
Majestic heater No. > (Defendant’s Exhibit B). In 
this diagram we have shown the heat Tays as they 
Occur in actual practice. They are an indiscriminate 
mass of divergent, convergent, and Criss-crossing rays. 


SHOENBERG HEATER 
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There is no beam of parallel rays. The construction 
of the reflector Prohibits it. Hence the failure of 
the device for performing the function of Brown’s 
invention. 


ADVENT OF THE HEATER IN SUIT 


At this stage of the game the heater covered by 
the patent in suit was devised. The exact date of the 
invention is not given in the evidence, but it does 
appear that as early as April 4, 1916 (Rec. 39 and 44), 
Plaintiff made and produced a sample of this heater 
and gave to it the name Nor, by witchenane it 
will be hereafter referred to. The exemplar of the 
device in evidence is marked “Plaintiff's Exhibit No. 
2” (Rec. 39). It Proved to be a success from the 
start, and thereupon all the prior heaters were Perina- 
nently abandoned, and No. 7 proved to be the success- 
ful device for which Brown had been Striving since 
1914. It was the culmination of his experiments. 
In this connection Brown says at Page 122 of the 
record: 


“Our object in getting out so many styles of 
these heaters was that I knew I did not have the 
one that I wanted until ] got the No. 7. I was 
striving until I hit on the Nor 7 I didinoei, 
the one that | thought was the Proper heater. [| 
tested that matter out by putting them on the 


in this chain of evolution [| finally reached the 
No. 7 heater, and I found that out as I put them 
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out to the trade. The others were abandoned all 
excepting Nos. 4, 5 and 6 (box type heaters) 
which we are selling today, but that is a different 
type of heater. After our No. 7 came on the 
market we did not put out any other style or 
change the design.” 


With this sample heater of April 4, 1916, in hand, 
Brown went East in that month for the purpose of 
securing bids for its manufacture on a large scale 
(Rec. 39). He visited persons in Canada, New York, 
and Philadelphia, showed the sample heater to them, 
and got quotations on the manufacturing cost (Id). 
He was absent on this trip several months and re- 
turned to San Francisco in August, 1916 (Rec. 40). At 
that time he concluded to manufacture in San Fran- 
cisco and immediately entered into a contract with 
the Boesch Lamp Company for the manufacture of 
the heater in quantities (Rec. 40). Dies, patterns, 
and other paraphernalia were prepared by the Boesch 
Lamp Company on a large scale and the manufacture 
of the No. 7 heater was begun in the fall of 1916 
(Hiller, pp. 44-5, Record). 


The first sale was made in October, 1916, to Hol- 
brook, Merrill & Stetson and Harper & Reynolds at 
Los Angeles totaling 500—250 to each of these firms 
(Rec. 38). The heater gave instant satisfaction (1d.). 
During the remainder of the year 1916 (about two 
months) plaintiff sold from 7000 to 8000 of the 
heaters, sending them throughout the entire United 
States (Rec. go). The demand increased, and during 
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the years 1917, 1918, 1919, and up to August, 1920 
(the time of this trial), plaintiff sold from 350,000 to 
400,000 (Rec. 40). The selling price at first was 
$7.50 each, but at the time of the trial had increased 
to $11.00 (Rec. 41), 


A factory for their manufacture was started at 
Philadelphia to supply the eastern demand (Rec. 40), 
and an office was opened in Kansas City (Rec. 40) to 
accommodate the middle-west territory, the parent 
factory being at San Francisco. From its inception 
in 1916, the business has increased with “leaps and 
bounds” (Rec. 122) until now it has reached enormous 
Proportions, and what was once an infant industry is 
now a large and successful business extending not only 
throughout every part of the United States, but into 
China, Japan, New Zealand, Australia, Spain, France, 
Great Britain, Italy, Denmark and the South Aiien- 
can countries (Rec. 40). 


It is pertinent at this point to remark that the 
various forms of heaters attempted to be marketed 
by the plaintiff prior to the advent of No. 7 were 
experimental, being put on the market in an effort to 
ascertain what was most satisfactory, and they were 
all abandoned as unsuccessful experiments immediate- 
ly upon the advent of the No. 7 heater in October, 
1916. Since then no substantial changes have been 
made in the No. 7 heater, and it is in substantially the 
same form now as it was in October, 1916, the only 
addition made being a hinge in the standard for vary- 
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ing the angle of the heat rays. That feature 1s 
covered by a separate patent to the plaintiff. 

These facts speak the language of eloquence. They 
establish the facts that the early Majestic heaters 
made under the Shoenberg patent were unsuccessful 
and abandoned experiments and that the heater of 
the patent in suit (Brown’s No. 7) solved the prob- 
lem which had for years puzzled the minds of all 
persons engaged in the art. At this point it will be 
instructive to compare the mode of operation of the 
reflector of the patent in suit with that of the Early 
Majestic No. 2, already illustrated. Accordingly— 
on adjoining page we place side by side the two 
reflectors showing the travel of the heat rays. A 
mere glance is sufficient to expound the situation. 

Only one other patent was put in evidence by de- 
fendant, viz: 


GEIGER PATENT 1194168, OF AUGUST 8, 1916 
(Deft’s Exhibit G) 


This patent is too late to be a part of the prior art. 
The evidence shows Brown’s invention of the patent 
in suit was made at least as early as April 4, 1916. 
This Geiger patent was not issued until August 8, 
1916. Hence it is too late. Prior patents speak only 
as of the date of their issuance. 

But even if it were a prior patent it cuts no figure 
in this case because it does not show the radiant beam 
heater. It shows a reflector in the shape of a seashell 
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having corrugations or flutes on its surface, and two 
large electric light bulbs are arranged in front of it. 
It may be admitted that some small radiant energy 
would impinge on the surface of the reflector, but it 
would be so small an amount as to be negligible for 
warming purposes. And furthermore, the heat would 
be reflected in divergent rays and not in the form 
of a beam. This is too palpable to admit of discussion. 


PRIOR PUBLICATIONS 
THE FERRANTI FIRES 


These publications show certain heating devices 
which may be designated as “The Ferranti Fires.” 
The verbal description given is rather vague and 
indefinite, and all we can get therefrom is a general 
idea of the device. It shows a circular copper bowl 
of polished copper of curved sides and flat bottom, 
and on the bottom of this bowl is located a circular 
plate of quartz glass, which is caused to become a 
bright red by contact with a spiral resistance unit in 
front of which it is clamped. The idea seems to be 
to heat up this quartz glass plate. The resistance 
element is wound in the form of a spiral and is not 
shown to be at the focus. The device is mounted on 
four legs, and there is no wire guard or cage in front. 

Defendant’s Exhibit 4 (page 362 of the Electrical 
Times of March 6, 1913) is the only one of the 
exhibits which attempts a detailed description, and 
there we find the following: 
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“The resistance spiral, which forms the basis of 
the heating element, is thoroughly insulated, and 
is so disposed that expansion and contraction may 
take place without damage to the spiral. The 
alloy used for the resistance spiral is identical 
with that employed for cooker discs, and with- 
stands high temperatures for prolonged periods. 
It is totally enclosed in a circular case formed by 
a metal rim, the back of which is closed by two 
discs of asbestos board with air spaces between to 
diminish the loss of heat. The front is covered 
by a quartz disc held in position by a cast-iron 
clamping ring. This becomes ted hot several 
minutes after switching on, and is unaffected by 
the spilling of water or grease.” 


In defendant’s Exhibit 1 (page 79 of the Electrical 
Times, January 25, 1912) it is said of this device: 


“It consists of a Closely wound spiral disc of 
nichrome or similar tape, interleaved with mica 
(a modified variety of the old Ferranti winding), 
and held in close contact with a circular plate 
of quartz glass six inches in diameter. The rated 
consumption is 800/900 watts, but in Practice it 
is from 1,000 to 1050, which is sufficient to bring 
the wire and glass to a bright red heat. This disc 
is surrounded by a circular bowl of polished 
copper, which concentrates and reflects the heat 
rays. Like the Bastian heater, the greater part of 
the energy is given out as convected heat, but there 
is considerable radiant energy, and owing to the 
reflecting properties of the bowl, this can dis- 
tinctly be felt at a distance of many feet. It has 
much the appearance of a red hot fire, hence its 
name, and its effect is much the Same, ps Jt 
can be used for toasting, grilling, or when hori- 
zontal, for heating liquids in flat-bottomed circular 
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vessels. Cigarettes or paper may be lighted by 
contact with the glowing quartz, and herein lies 
the danger which was pointed out a week or two 
ago in the Electrical Times. * ** Jt1s slower 10 
heat up than the Quartzalite convectors, owing 
probably to the thickness and large surface of the 
quartz plate in front, and little or no warmth 1s 
available for 5 or 6 minutes after switching on. 
In this respect it resembles a convector rather than 
a luminous heater—a piece of bread can be toasted 
to perfection, both sides, in less than a minute and 
a half, by holding it close in front of the glowing 
disc.” 


And in Defendant’s Exhibit 2 (page 37 of the 
Electrical Times of January 11, 1912), it 1s said: 


“The red-hot quartz plate can be used for boil- 
ing water in a flat-bottomed kettle by swivelling 
the heater into a horizontal position, for toasting 
bread or for many purposes for which a circular 
hot plate is suitable, the vessel to be heated being 
set down in direct contact with the heating sur- 
fice. 


It is to be noted in this connection, however, that 
the device is a dangerous one, for in defendant's 
Exhibit 2 it is said: 


“This, however, may constitute a danger, since 
there is nothing to prevent accidental contact with 
the red-hot quartz. * * * Two cases have already 
been brought to our attention which point clearly 
to the need for protection. In the first a child 
lighted a screwed-up newspaper by holding it 
against the incandescent surface, and in the sec- 
ond a piece of dress material fell on to it and 
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flared up. Fortunately neither instance resulted 
In any serious damage, though the child was much 
frightened and slightly burned on the hand.” 


Whe cut on the adjoining Page, which is a cross 
section, may be taken as a visualization of the verbal 
description. It is our interpretation of the mechan- 
ical structure as near as WE can spell it out from the 
Hesctiption. In this diagram 1 represents the inner 
asbestos board; 2 the outer asbestos board; Zine air 
space between the two asbestos boards; 4 the spiral 
heater element; ¢ the circular quartz disc which be- 
comes red hot; 6 the annular copper bowl; 7 and 8 
two heat rays crossing each other. We have illus- 
trated only two such rays, but it is apparent that there 
will be other similar rays. The majority of the heat 
tays, however, will emanate directly from the quartz 
disc without striking the sides of the bowl at all, and 
they are all convected heat. Hence the statement of 
Exhibit 1, that “the greater part of the energy is given 
Out as convected heat.” 


It will be seen therefore that the heating unit is 
“totally enclosed” in a Case or receptacle formed by 
asbestos boards in the bottom of the bowl, and a 
quartz disc in front, which js said to be six inches 
in diameter. This quartz disc is clamped in a metal 
ting. Outside of and beyond this ring is an annular 
copper reflector. Consequently, we have a copper 
bowl with a flat bottom. The diverging and criss- 
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crossing rays are shown in the cut. The “beam” is 
not there. 

The fundamental idea is to convey heat from the 
red-hot disc by convection, not radiation, and pri- 
marily the device is a cooking utensil, or an electric 
Stove. When it is used for heating a room it heats 
Primarily by convection, being similar in that re- 
spect to an open fire or steam radiator. In that re- 
spect the exhibit says specifically “that the greater 
Part of the energy is given out as convected heat.” 
It may be that a small quantity of radiant energy 
will strike the annular portion of the copper bowl 
and be reflected therefrom into the room as shown 
in the diagram by the rays 7 and 8; but if so, the 
amount will be insignificant, and even then will not 
assume the form of a beam composed of parallel rays. 
They will be divergent and criss-crossed as shown in 
our cut. The primary object of the device is to heat 
by convection, whether it be used for heating a room, 
toasting bread, grilling beefsteaks, or boiling water. 

It may also be noted that the Ferranti Fires do not 
appear to have ever gone into use in the United 
States. Nor is there any evidence of their use in 
England; but even if there was, it would be imma- 
terial because use in a foreign country does not affect 
a United States patent. 

We submit that these publications of the Ferranti 
Fires are not sufficient to disclose the radiant beam 
Principle or operate as anticipations, or limitations on 
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Brown’s patent. The rule on this subject is thus stated 


by the Supreme Court in Seymour vs. Osborne, 11 
Wall. 555: 


“Patented inventions cannot be superseded by 
the mere introduction of a foreign publication of 
the kind, though of prior date, unless the descrip- 
tion and drawings contain and exhibit a substan- 
tial representation of the patented improvement, 
in such full, clear, and exact terms as to enable 
any person skilled in the art or science to which 
it appertains, to make, construct, and practice the 
invention to the same practical extent as they 
would be enabled to do if the information was 
derived from a prior patent. Mere vague and 
general representations will not support such a 
defense, as the knowledge supposed to be derived 
from the publication must be sufficient to enable 
those skilled in the art or science to understand 
the nature and operation of the invention, and to 
carry it into practical use. Whatever may be tite 
particular circumstances under which the publica- 
tion takes place, the account published, to be of 
any effect to support such a defense, must be an 
account of a complete and operative invention 
capable of being put into practical operation.” 


The same rule is announced in Walker on Patents 
at Section s7, where several decisions of the Supreme 
Court are quoted. We may add thereto the subse- 
quent case of Williamson vs. Electric Co., 236 Fed. 
353, where the rule is thus stated at page 354: 

“The invention described in the publication 


must be identical in all respects with that whose 
novelty it contradicts. The same idea of means 
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in the same stage of development as that which 
the inventor of the later has embodied must be 
thereby communicated to the public.” 


Within the purview of this rule the publications 
of the Ferranti Fires are insufficient. 


This disposes of the Prior art as shown by the rec- 
ord. As we have already remarked, the opinion of 
the lower court refers to an English patent to Kemp- 
ton, No. 12,320, and an English patent to Taylor, 
102,070. But those patents were not put in evidence 
in this case and form no Part of the record; hence 
we are not called on to consider them. 


Our conclusion is that no heater of the Prior art 
shows the radiant beam Principle. The utmost that 
can be said is that some of the inventors of the prior 
art conceived of the desirability of utilizing that prin- 
ciple, but did not disclose a device for practicing it 
successfully. In a word, efforts had been made to 
attain the desired result, but none was successful, and 
to Brown is due the credit of solving the problem and 
Producing the first concrete physical structure which 
successfully embodies and Carries out said Principle. 
That being true, he is the Inventor of a Primary im- 
Provement and is entitled to 4 liberal construction of 
his claim. 


It remains now to inquire if the patent has been 
infringed, 
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DEFENDANT’S MACHINE 


This device is represented by Plaintiff's Exhibit 5. 
It was placed on the market by defendant in 1919, 
practically three years after the plaintiff began its 
exploitation of the Brown invention. 

The defendant’s device is a portable electric heater 
provided with a substantial circular base plate, in the 
center of which is mounted an upright standard. This 
standard is forked at its apex, thereby producing a 
trunnion joint for the adjustment of the reflector, so 
that the same may have a swiveling motion for chang- 
ing the angle of inclination of the reflector. Brown’s 
patent shows only a stationary standard not provided 
with any device for changing the angle of inclina- 
tion, though he has a subsequent patent covering that 
feature. This swiveling motion of the defendant’s 
heater cuts no figure in this case, and is merely a var- 
iation of detail in respect to a part of the Brown 
structure not covered by the claim. 

The reflector of the defendant’s machine is made 
of highly polished copper, and is concavo-convex in 
form. It has not the specific flat flange 3a of the 
Brown patent around its edge, but instead thereof it 
has a turned over or round flange, and this substitu- 
tion of a round flange for a flat flange is the princi- 
pal point relied on by defendant to show non- 
infringement. 

The heater element of the device is arranged longi- 
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tudinally of the axis passing through the focus of the 
curve. This also is relied on as another differen- 
tiating feature, but it is of no moment because the 
Brown patent does not call for any specific arrange- 
ment of the heating unit except that it is “supported 
at substantially the focus of said Tettector, 

The defendant’s heater is also Provided with a pro- 
tective cage consisting of guard wires arched between 
opposite sides of the reflector. This device we claim 
to be an infringement of claim 1 of the Brown 
patent. 


QUESTION OF INFRINGEMENT 


The conclusion of infringement follows whether 
this claim be given a broad or a narrow construction. 
The lower court held that there could be no infringe- 
ment unless the claim was given a broad construction. 
This was error. But even on the theory of a narrow 
construction, the holding of non-infringement was 
erroncous. In other words, there js infringement 
Whether the claim be broad or narrow. 

FIRST THEN AS TO A BROAD CONSTRUCTION. The 
plaintiff’s device was beyond all question the first in 
the art to show in concrete form a device for suc- 
cessfully applying to a useful purpose the broad prin- 
ciple of the radiant energy beam. As we have al- 
ready shown in our review of the prior art, the utmost 
that could be said in favor of that art is that certain 
inventors may have conceived of the desirability of 
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utilizing the radiant energy beam, but failed utterly 
to embody that principle in such practical form as to 
make it useful for the purpose in view. In all of 
those devices the heat rays emanating from the re- 
flectors are scattering rays, which disperse themselves 
at various angles throughout the area of the room in 
which the heater is located. Not one of them is suc- 
cessful in producing a radiant energy beam. Neces- 
sarily they emitted some rays in straight lines, which 
if separated from the other rays might be called a 
beam; but in connection with those particular rays 
they also emitted other rays at divergent angles and 
criss-crossing one another. In fine, they produced a 
heterogeneous indiscriminate mass of rays, whereas 
Brown molded that irregular mass into a homo- 
geneous cylindrical shaft or beam of parallel rays. 
No prior heater did this. Consequently, Brown pro- 
duced an improvement over pre-existing devices of 
such a substantial character as to entitle him to a 
liberal interpretation of his claim. While it may be 
conceded that he was not the first in conception of 
the radiant beam principle, he was the first to embody 
that principle in concrete and useful form. This 
places his patent in the category ,of a primary 
improvement. 

The case at bar is ruled by two decisions of this 
court where the doctrine of primary improvements 
was considered. The first is that of Letson vs. 
Alaska Packers’ Association, 130 Fed. 140. There 
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the device was a machine for heading filled cans, and 
it appeared that a prior machine to one Jordan was 
capable of heading filled cans, but in an‘éfficient and 
impracticable manner. This Court said at page 140: 


“So that while it cannot be said that the Jensen 
machine was a pioneer Patent, in the sense that it 
was the very first to accomplish the result of head- 
ing filled cans, Jensen nevertheless was the first to 
successfully head filled cans with any practicable 
degree of speed or efficacy. He brought to suc- 
cess what prior inventors had essayed and but very 
imperfectly accomplished. In so doing he adopted 
some devices that had been used before, combined 
them with others that had not beén used, and 
added the necessary elements to make a practical 
and successful machine. His combination and in- 
vention was, we think, more than a mere improve- 
ment or perfection of what had Preceded at) It 
was of such novelty and importance as to consti- 
tute a distinct step in the progress of the art, and 
it went into immediate and extensive use. His 
claims are therefore entitled to a fairly liberal 
construction.” 


The second decision of this Court is American Can 
Co. vs. Hickmott Asparagus Canning Co., ie ed: 
144-5. Beginning at the bottom of page 144 this 
Court said: 


“But we think it cannot be said that Jordan was 
a pioneer inventor in the sense that he was the first 
to produce a machine to successfully form can 
bodies. He was the first, however, to form can 
bodies by the use of a rotating horn. In so doing, 
he made a highly meritorious improvement and 
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an invention which marks a distinct step in ad- 
vance in the progress of the art, and which has 
gone into extensive and successful use. His in- 
vention must be accorded a place inferior, per- 
haps, to that of a primary invention, but far in 
advance of those which constitute but a slight 
improvement on the prior art. His claims, there- 
fore, while not entitled to the broadest construc- 
tion accorded to the former, are not to be re- 
stricted to the narrow construction applicable to 
the latter. He is entitled to the protection of the 
doctrine of equivalents in proportion to the nature 
of the advance which his invention indicates.” 


Still another, and more recent, ruling of this court 
on the same point is the case of Simplex Window Co. 
vs. Hauser, 248 Fed. 924. 


Another instance of a primary improvement 1s 
found in the case of Consolidated Valve Co. vs. Crosby 
Valve Co., 113 U. S. 159, 179, by the Supreme Court, 
where the court says: 

“Richardson’s invention brought to success what 
prior inventors had essayed and partly accom- 
plished. He used some things which had been 
used before, but he added just that which was 


necessary to make the whole a practically valuable 
and economical apparatus.” 


Still another instance is found in the case of Wag- 
ner Typewriter Co. Vs. Wyckoff, Seamans & Bene- 
dict, 151 Fed. 590, where the court says (bottom of 
page 590) : 


“He converted a theory into a fact. His inven- 
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tion belongs to that large class which have ever 
been treated with liberality by the courts, where 
the inventor by an apparently simple change, addi- 
tion, or transposition of parts, has converted im- 
perfection into completeness.” 


These cases apply aptly to Brown’s invention. He 
converted theory into fact: imperfection into com- 
pleteness. Yet we were thrown out of court with 
the statement that he merely made “minor improve- 
ments in a known mechanism.” Thus a valuable in- 
vention was slaughtered on the altar of. technical 
construction. 

It must also be kept in mind that none of these 
prior devices went into extensive use nor did they 
even survive. They were tentative efforts in a cer- 
tain direction which resulted in failure. Hence they 
have been consigned to oblivion. They stand in the 
category of abandoned efforts. On the other hand, 
Brown’s invention immediately went into universal 
use. It superseded everything which had preceded 
it in that line, and to-day is known and used through- 
out the whole civilized world. All this was done in 
the short space of about three years. 


In view of the foregoing it is idle to argue that 
Brown did not make a meritorious contribution to 
the world. It is idle to assert that he invented “only 
minor improvements in a known mechanism.” His 
invention was substantially a basic one in that it is 
the first embodiment in concrete and successful form 
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of a well known scientific principle. We submit, 
therefore, that his claim must be given a construc- 
tion commensurate with the breadth of the inven- 
tion, and giving it such construction, infringement 
necessarily follows. The lower court conceded that 
if the claim were entitled to a liberal construction 
infringement would follow. 


AS TO THE NARROW CONSTRUCTION. We assert that 
even if the claim is not given the broad construction 
contended for, but is limited to a narrow construc- 
tion, nevertheless infringement will follow. To show 
this we have merely to compare the defendant’s struc- 
ture with the elements of the claim. ‘Those elements 
are only four in number. The first is a concavo-con- 
vex reflector. It is not denied that the defendant’s 
machine contains such a reflector. 


The second element is specified as ‘‘a heating unit 
supported at substantially the focus of said reflector.” 
It cannot be denied that the defendant’s machine has 
this element. The only respect in which it differs 
from the element shown in the drawings of the Brown 
patent is that in the Brown drawings the element is 
shown as being arranged transversely to the axis, 
whereas in defendant’s machine it is arranged longi- 
tudinally of the axis. But the “arrangement” of the 
element is no part of the claim. ‘The specification 
(at page 1, line 30 et seq.) says that this heating unit 
is “supported in any suitable manner in spaced rela- 
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tion with the reflector 1 and preferably at the focus 
of its curved surface.’ This is certainly broad enough 
to include a longitudinal arrangement. It is quite 
true that in the drawings of the patent the element is 
shown to be supported in a transverse direction; but 
that is only an illustration of what Brown considered 
to be the best arrangement. It is in no way a limita- 
tion. He says in his specification, beginning at line 
33, page 1, where he describes the specific arrange- 
ment shown in the drawings: 


“I prefer to support the heating unit by secur- 
ing the terminals of the resistance coil 6, together 
with reinforcing wires 8, wound around the ends 
of the bobbin if desired, to the standards Oy the 
ends of the wires being held by clamping screws 
105 


This is an answer to the contention that the ele- 
ment must be limited to the transverse position. Lan- 
guage could not be plainer. The law requires that 
a patentee shall show only one form in which the in- 
vention may be embodied, which form must be the 
one which the inventor considers the best. He is not 
required to show a plurality of forms. When he has 
shown one form, that is sufficient. If the invention 
can be embodied in other forms, the patent extends 
thereto. This rule of law, accompanied as it is by the 
direct statement in the specification, that the arrange- 
ment of the elements shown is only the preferred one, 
entitles the court, and indeed compels the court, to 
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hold that the longitudinal arrangement of the element 
is as much within the purview of the invention as the 
transverse arrangement. 

In this connection it is to be noted from the claim 
that the only limitation on the arrangement of the 
heating unit is that it must be supported at “substan- 
tially the focus” of said reflector. That the defend- 
ant’s heating unit is so supported cannot possibly be 
denied. ‘That is a plain and palpable fact. Of course 
a focus mathematically considered is only a point, 
and technically speaking nothing can be located on a 
point. That, however, is a refinement not applicable 
to the affairs of real life. The meaning of the claim 
is sufficiently plain. That is, that the element must 
be arranged as near to the focus as is practical. If 
Brown had arranged his element outside of the curve 
of his reflector, then it would not have been arranged 
at substantially the focus, nor would it have accom- 
plished the object sought. His coil passes through 
the mathematical focus of the curve and is therefore 
arranged at substantially the focus. ‘The same is true 
of the defendant’s heating unit. It likewise passes 
through the mathematical focus, though in a longi- 
tudinal direction instead of in a transverse direction; 
but it is arranged at substantially the focus or as near 
to the focus as is practical. If the defendant could 
avoid infringement by merely turning his heater ele- 
ment at a different angle, then the patent law would 
be nothing more than a farce. The essential idea was 
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the element itself, not the angle at which it was tilted. 

The third element of the claim is stated to be “an 
annular member extending outwardly from the mar- 
gin of the said reflector.” Note the broad language 
mere used, an annular member. The word flange is 
not used, but the word member. The specific illus- 
tration of this annular member js designated in the 
patent by the letters 3a. Its function is stated as fol- 
lows, beginning at line 62, page 1 of the specification: 


“In order to prevent the outer exposed edge of 
the heater from being heated I provide the casing 
with a marginal annular flange 3a.” 


This flange is in substance and effect nothing more 
than a cooling member. The reflector itself becomes 
heated by absorption of a portion of the radiant en- 
ergy, and if its edge were left exposed, that edge 
would become highly heated and is a result to be 
avoided. Therefore, Brown provided the flat flange 
for that purpose. This flange does not become heated, 
except to a small extent, because the heat rays do not 
impinge upon it. These rays emanate from the mouth 
of the reflector in straight lines as a beam, and the 
flange 3a is outside of their path of travel, hence it 
remains cool. (See Dep. Henry, Rec. sr.) 

The defendant realized that a cooling member 
around the edge of the reflector was necessary, or at 
least desirable. It provided one by turning over the 
edge of the reflector in the form of a round flange. 
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All that was done was to convert Brown’s flat flange 
into a round flange without producing any different 
result, but on the contrary obtaining practically the 
same result. Defendant's round flange is a cooling 
element, and that is all that it is. The question for 
this court to decide is whether the round flange is the 
equivalent of the flat flange, both being used for the 
same purpose and both accomplishing the same result. 
(See Deposition of Henry, Ree. pp. 162-2) emai 
tested the device and found that the round flange was 
cooler than the reflector surface, and accomplished 
“exactly the same purpose” as Brown’s flat flange 
(Rec. 63). At page 59, when comparing the two 
heaters, ine said: 


“They both produced substantially the same re- 
sult in substantially the same manner by substan- 
tially the same means.” 


His testimony as to infringement 1s comprised be- 
tween pages 53 and 64. 

Fortunately there is a case in this court which seems 
to decide the identical question here involved. We 
refer to the case of Sherman, Clay & Co. vs. Search- 
light Horn Co., 214 Fed. 86. 


The invention was a phonograph horn made up of 
several strips of metal. The patent showed in its 
drawings flat flanges for joining the strips together, 
and they were identified in the claim as ‘outwardly 
directed flanges.’ The defendant used a flange of 
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curved shape. He had merely taken the flat flange 
of the patent and turned it over in the Shape of a 
round flange and then contended that he had not 
used “an outwardly extending flange”—that is to Say, 
a flat flange. This court held that the two were equiv- 
alents and that no one could avoid a patent for a flat 
flange by merely turning it into a round flange. This 
authority seems to be strictly in point. Note the lan- 
guage in the two cases. In the Phonograph case it 
was “outwardly directed flanges.” In Brown’s claim 
the expression is “an annular member extending out- 
wardly.” In view of the authority cited, how is it 
possible to contend that the round flange of West- 
inghouse is not the equivalent of the flat flange of 
Brown? 

The fourth element of the claim is “a protective 
cage having guard wires arched between opposite 
sides of said annular member.” It is not denied that 
defendant’s machine has this element. In this behalf 
defendant has servilely copied the plaintiff. Tt could 
have used other forms of a protective cage, such for 
instance as the flat wire cage shown in Defendant's 
Exhibit 15, or the flat wire gauze shown in Defend- 
ant’s Exhibit F. But instead of using any of these 
devices, defendant has Provided a cage in servile 
imitation of Brown’s cage of arched wires over the 
mouth of the reflector. 

Ii the plaintiff is entitled to invoke the doctrine 
of equivalents, then beyond all peradventure of a 
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doubt there is infringement of claim 1. The only 
theory on which infringement can be negatived would 
be that plaintiff is not entitled to the doctrine of 
equivalents in any form whatever. That seems to 
have been the theory on which the lower court de- 
cided the case, and brings up the question as to the 
extent of the doctrine of equivalents a patentee is en- 
titled to in the case of a narrow invention. 

It would be useless to dwell at length upon this 
point. It is elementary that every claim, whether 
broad or narrow, ts entitled to the doctrine of equiv- 
alents. We need only refer to the Paper Bag Case, 
aio U-Sma0s. 

In the case of Lepper vs. Randall, 113 Fed. 628 
it was said: 


“In no case is a patentee to be denied protection 
commensurate with the scope of his actual and 
distincly described and claimed invention by 
wholly excluding him from the benefit of the 
doctrine of equivalents.” 


In Lang vs. Twitchell, 207 Fed., 369, it is said: 


“Primary inventions are entitled to a looser 
application of the doctrine of equivalents than 
secondary inventions; but even a secondary inven- 
tion is entitled to invoke the doctrine of equiva- 
lents, although to a more limited extent. The 
doctrine of equivalents applies to all classes of 
inventions.” 


Walker on Patents, at Section 359 of his work 
(Fifth Edition) states the rule as follows: 
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“But a patentee is not to denied the benefit of 
the doctrine of equivalents to the extent necessary 
to protect his actual invention, although the in- 
vention may be a narrow one.” 


This rule was entirely ignored by the learned judge 
of the lower court in this case. He held that the 
invention was a secondary one covering “only minor 
improvements in a known mechanism,” and therefore 
the claim for said invention was not entitled to the 
doctrine of equivalents at all. Indeed he seems to 
concede mechanical equivalency, for he says at page 
22 of the record: 


“It is possible, of course, to characterize the 
turned-over edge of the defendant’s reflector as a 
flange, and to find that in a slight degree it per- 
forms the function for which the annular member 
or flange illustrated in the Brown patent was de- 
signed, but such an effect is merely incidental.” 


As we construe this language it means in substance 
that equivalency exists, but that plaintiff is not en- 
titled to invoke the doctrine because its invention is a 
narrow one. We submit that this is error. 


WIDESPREAD USE 


Under the decision of this Court in Morton vs. 
Llewellyn, 164 Fed. 693, following the rule of law 
established by the Supreme Court in Krementz vs. 
Cottle, 148 U. 8. 556, serious consideration should be 
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given to this matter, but the lower court gave it no 
consideration whatever. 

In that behalf it is to be noted in the first place 
that none of the prior devices has survived and they 
all have been superseded by the Brown invention. 
Among the prior art devices were those manufactured 
by the plaintiff prior to 1916, hereinbefore referred 
to as the early Majestic devices. They likewise 
proved to be unsuccessful, and were all abandoned. 
They did not solve the problem which the public de- 
manded. There had been a long felt want for this 
device, as will be seen by reference to the numerous 
efforts of prior experimenters. That want was never 
supplied by any of those prior inventors, but was 
supplied by Brown’s invention. Immediately upon 
the advent of that invention in the fall of 1916, it 
went into extensive use. During the last two months 
of 1916 plaintiff sold in the neighborhood of 8000. 
During the following years of 1917, 1918, 1919 and 
up to August 1920, approximately 400,000 were sold, 
and these sales extended all over the world, including 
China, Japan, New Zealand, Australia, Spain, France, 
Great Britain, Denmark, and South American coun- 
tries (Rec. 4o). It may be safely said that at the 
present time there is no part of the civilized world 
which these heaters have not occupied. The plaintiff 
started as an infant industry; it is now one of the 
large manufacturing concerns of the country. 

As soon as this invention was put on the market 
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infringements sprang up. The first was the Hotpoint 
Electric Heating Company, of Ontario, California; 
suits were brought against them and their agents and 
judgments obtained. Then Eastern infringers ap- 
peared upon the scene, the Principal one of which is 
the Westinghouse Electric & Manufacturing Com- 
pany. This company is one of the largest electrical 
companies in the world. It had endeavored to market 
a portable heater under its Geiger patent, but as soon 
as the Brown invention became well known, it aban- 
doned the Geiger device and began to manufacture 
the heater involved in this suit. It is one of the 
greatest tributes of praise which can be given to the 
merit of Brown’s invention that the Westinghouse 
Company should have adopted it. 

The other great electric company, the Edison Elec- 
tric Appliance Co., had likewise adopted it, but took 
out a license and is now operating under the license. 

In addition to these other manufacturers have put 
infringing devices upon the market, among them may 
be mentioned, Simplex Heating Co., Landers, Frary 
& Clark, The Rutenber Electric & Mfg. Co., and the 
Estate Stove Company (GINECrrS |) 

In fine, we have this condition of affairs, viz: 
Prior to the Brown invention there had been a long 
felt want for the device in question; many different 
inventors throughout the country had endeavored to 
supply that want but had failed; many manufacturers 
had put out analogous heaters which failed; Brown 
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was the first to put out a successful heater involving 
this principle; his heater met with instantaneous suc- 
cess, and within three years extended all over the 
civilized world. The other manufacturers abandoned 
the particular styles which they had been attempting 
to market and adopted styles in imitation of Brown 
and involving the Brown invention. 

In these circumstances the invention must be con- 
sidered as one of great merit, and the claim therefor 
must receive a fair interpretation under the doctrine 
of equivalents. This was denied us by the lower 
court. . 


REVIEW OF THE LOWER COURT’S DECISION 


The opinion commences at page 19 of the record 
and then procedes to say, at page 22, that unless the 
Brown invention fs generic and introduced a broad 
fundamental idea theretofore unknown in the art, 
there could be no infringement. It then proceeds to 
hold that the invention is not of that character. This 
conclusion is deduced from a review of the prior art. 
In that behalf it is asserted that the beam type 
heaters were shown and illustrated in the Shoenberg 
patent of September 1, 1914 (Defendant’s Exhibit 1) ; 
English patent to Kempton 12320; Morse patent of 
March 3, 1908 (Defendant’s Exhibit F); English 
patent to Simplex of September 4, 1914; Warner 
patent of December 8, 1914 (Defendant’s Exhibit 
H); Geiger patent of August 8, 1916 (Defendant’s 
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Exhibit G); English patent to Taylor of November 
16, 1916; and the prior publications of 1912 showing 
the “Ferranti Fires.” 

In regard to two of these prior patents, to wit, 
Kempton English patent 12320, and Taylor English 
patent 102070 of November 16, 1916, we have merely 
to remark that neither one of these patents was put 
in evidence in this case, nor does either of them 
appear in this record on appeal. Yet the learned 
Judge gave special force and effect to those two 
patents, and there can be no question that they, at 
least in part, influenced his decision. Beyond all 
question this is reversible error. This court is hearing 
this appeal upon the record which is before it and 
not upon some outside matter which the trial judge 
considered, but which was not put in evidence. 

As an explanation of this glaring error, we say, off 
the record, that these two English patents were put 
in evidence on the trial of another and different Case, 
which had been brought against another and different 
person, to wit, Holbrook, Merrill & Stetson, being 
case No. 499 in the lower court. The three Westing- 
house cases involved on the present appeal were first 
tried, and then thereafter and following those trials 
the Holbrook, Merrill & Stetson case was aneel. ss 
which case the defendant therein was represented by 
different attorneys from those appearing for defend- 
ant in the Westinghouse cases. Now in this subse- 
quent trial of the Holbrook, Merrill & Stetson case, 
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these two English patents of Kempton and Taylor 
were put in evidence; but we again assert that they 
were not put in evidence in any of the Westinghouse 
cases nor was it stipulated that they should be con- 
sidered. Therefore, the trial Judge had no right to 
consider these two English patents in rendering his 
decision in the Westinghouse cases. They were no 
part of the evidence in those cases. Every case must 
be decided upon its own record, and upon that alone, 
and it can not be pieced out by reference to evidence 
in other cases of which the trial judge may perchance 
happen to be aware. It would have been no greater 
error if the trial judge in this case had selected some 
other prior foreign patent, either French, German, 
Italian, Spanish, Russian, Chinese or Japanese, which 
had not been put in evidence in the case, and had 
based his decision thereon. It cannot be denied that — 
the opinion in this case was, partially at least, in- 
fluenced by the Kempton and Taylor English patents. 
It so appears on the face of the opinion. How 
potent that influence was we have no way of knowing. 
All we know is that they had some influence, whereas 
they were not entitled to any influence whatever, be- 
cause they were not in evidence. For this error alone 
the decree should be reversed. 

Now turning our attention to the other prior patents 
referred to in the opinion of the lower court, we 
vigorously contend that they do not show or illustrate 
beam heaters. It may be admitted that they show 
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efforts at the production of beam heaters, but at the 
same time we assert that they are wholly ineffectual 
and ineffective to Produce the desired result of a 
beam heater. The rays emanating from them are 
scattered indiscriminately from the mouth of the re- 
flectors at divergent angles, and are not concentrated 
Or solidified into the form of a beam of parallel 
rays. We have already gone over that matter in 
detail in respect of each one of the devices mentioned, 
and it would subserve no Purpose of utility to dwell 
on the matter any further. 


But even if it were true that these prior devices are 
beam heaters, it is virtually conceded by the opinion 
that the patent in suit shows a more perfect form 
of beam heater. In that behalf it is said at page 26-6 
of the record: 


“Tt is true that the types of reflector illustrated 
in the Shoenberg patent and employed by the 
plaintiff prior to the patent in suit created a less 
perfect beam, but the difference is in degree only.” 


This sentence embodies a fundamental error. The 
Shoenberg patent, and we use that merely as a type 
of the prior art, did not involve the principle of a 
beam heater though in a less perfect form, and the 
beam produced by Brown was not merely a difference 
in degree. In the Shoenberg heater the rays were 
scattered in all directions and at different angles. 
In the Brown device al] the rays are concentrated 
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into a single large beam and discharged in only one 
direction, thereby producing a new result. To say 
that this is a mere difference in degree is to ignore 
scientific principles as well as to violate a funda- 
mental rule of patent law. 

But still further; the opinion of the trial court 
concedes the validity of the patent in suit, but holds 
that the invention is of such narrow scope as not to 
be entitled to the doctrine of equivalents at all, while 
virtually admitting actual equivalency. We have 
already referred to that portion of the opinion where 
it is said (page 22) that the turned over edge of the 
defendant’s reflector may be called a flange and that 
in a slight degree it would perform the function of 
the Brown flat flange, but that such an effect is merely 
incidental, and that its primary purpose is to afford 
strength and a finished appearance. There are two 
errors in this. The first error consists in denying 
to plaintiff i toto the doctrine of equivalents. We 
have already shown that every invention is entitled 
to the doctrine of equivalents however narrow in 
scope it may be. The second error resides in the 
argument that while equivalency exists, it is inci- 
dental to the primary purpose of strength and a 
finished appearance. We understand the opinion to 
mean that the primary object of the Westinghouse 
flange was strength and finished appearance, not for 
cooling purposes, and that the infringement was inct- 
dental. Jf this means anything, it is that where a 
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defendant has no intention of infringing, but infringes 
unintentionally and incidentally by virtue of the con- 
struction he uses, then he has no responsibility. It 
makes intention the controlling factor, and ignores the 
actual fact. Of course there is no such law as this. 
If a person infringes, it makes no difference whether 
It was intentional or unintentional. It is the fact of 
infringement itself, not the motive, which the law 
condemns, and we marvel greatly that so learned and 
experienced a judge as the one who tried this case 
should have allowed himself to fall into such palpable 
error. That it was an error cannot be denied, and 
we ask this court to correct it by reversing the decree. 


WAS THERE A MISTRIAL? 


In conclusion there is a matter which we desire to 
call to the court’s attention and which we submit 
Without argument. It is this. The case was tried 
before Hon. Frank S. Dietrich, District Judge of 
Idaho, sitting in the place and stead of the resident 
judge of the Northern District of California, in pur- 
Suance of an order of the Senior Circuit Judge of 
the Ninth Circuit. That order appears at page 16 of 
the Record, and it authorizes Judge Dietrich 


“to hold the District Court of the United States 
for the Northern District of California during the 
months of August and September, 1920, and to 
have and exercise within said District the same 
powers that are vested in the Judges thereof.” 
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We have taken the liberty of underscoring the 
most essential parts of said order. In pursuance 
thereof, Judge Dietrich tried the case during the 
month of September, 1920, and took it under advise- 
ment. He then returned to Idaho, where he wrote 
an opinion which was transmitted to the court at San 
Francisco and filed by the clerk on October 4, 1920. 
On the same day Judge Maurice T. Dooling was 
presiding in the District Court for the Northern Dis- 
trict of California, and in pursuance of the written 
opinion which had been sent by Judge Dietrich, 
ordered that a decree be entered dismissing the bill. 
Afterwards on November I, 1920, when the Hon. 
R. S. Bean, District Judge of Oregon, was sitting 
in the District Court for the Northern District of 
California, a decree signed by Judge Bean dismiss- 
ing the bill was entered in accordance with the order 
entered by Judge Dooling on October 4, 1920. 

The question at once arises, is such a decree valid? 


Judge Dietrich was appointed to hold court in the 
Northern District of California under provision of 
Section 14 of the Judicial Code, which provides that 
a Circuit Judge may in certain cases designate and 
appoint a judge of another district in the same circuit 
to have and exercise within the district first named 
the same powers that are vested in the judge thereof. 
It is to be observed, however, that the designated 
judge is to have and exercise judicial powers only 
“within the district” for which he 1s appointed. And 


79 


it is to be further observed that according to the order 
of appointment Judge Dietrich was authorized to 
exercise those judicial powers only “during the months 
of August and September, 1920.” The facts are that 
the term of Judge Dietrich’s appointment expired 
before his opinion was filed, and: said Opinion was 
rendered by him while he was not within said district. 

Three questions arise: 

(1) Had he the power to act in the case at all 
while he was in Idaho and not within the Northern 
District of California? 

(2) Had he the power to act in the matter after 
the expiration of the term for which he was desig- 
nated to hold court in the Northern District of Cali- 
fornia. 

(3) Can another judge, who did not try the case, 
sign the decree? 

If either of these questions be answered in the nega- 
tive, then there was a mistrial, and the decree would 
have to be reversed irrespective of the merits, and a 
new trial ordered. We submit these questions to the 
court for answer. They should be determined defi- 
nitely in the interest of Proper practice. It has not 
been unusual for a judge, who has been designated to 
hold court in the Northern District of California for 
a specified time, to return to his home after the ex- 
Piration of that time and decide cases which were 
submitted to him during the designated time. In 
fine, it has been customary to follow the course pur- 
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sued by Judge Dietrich in the present case, and were 
it a mere matter of convenience no question would be 
raised. But this is a question of power under a statute 
prescribing certain specific conditions under which a 
judge of one district may try and decide cases in 
another district. It must be conceded that Judge 
Dietrich would have had no authority to try this case 
in the Northern District of California in the absence 
of the designation required by the Judicial Code. If 
that is true, the question arises whether or not he has 
any authority under which a decree can be entered in 
the Northern District of California after the expira- 
tion of the time in which he was designated to act 
as judge. In other words, it is not a case of ex- 
pediency or convenience, but one of power. 


Dated, San Francisco, 
February 21, 1921. 


Respectfully submitted, 


JOHN H. MILLER, 
Attorney for Appellant. 


